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Dear Sirs: 

Applicant requests reconsideration of the Decision of the Board dated October 25, 2005. 
Applicant based this appeal on the rejection of claims 1-5 by the Examiner under 35 U.S.C. 
§ 103(a). 

While the Examiner referred to an alleged nonfunctjonality in her Answer and in the Final 
Rejection, she also clearly stated that: 
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« itwouldhavebeenobvioustooneofordinaryskillintheartat 
the time the invention was made to have printed the name of a 
person on each page to personalize the calendar . . . 

When applicant grouped claims 1-5 together, it was on the basis of that statement of the 
rejection, ;.*.,if itwas obvious to print the name of aperson on eachpageof the Hallam calendar, 
applicant concedes this would render each of claims 1-5 unpatentable under 35 USC 103(a). 

However, the Board's decision is not on its face based on such a finding. Rather, the 
decision is based on the nonfunctionaHty principle set out in InreNgai, 367 F.3d 1336, 1338, 70 
USPQ 1862, 1864 (Fed: Or. 2004) and foreGulack, 703 F.2d 1381, 1386, 217 USPQ 401, 404 
(Fed. Or. 1983). That is, that the recitation ofprinted matter constituted by the prorninent imprint 
of aperson's name should be disregarded in detenriirang patentability under the holdings of these 
cases. 

While the Board's opinion did state that the functionality of the claimed printed matter was the 
same as the printed matter in Hallam, nowhere does the opinion state that it would have been 
obvious to imprint each page of the Hallam calendar with a person's name in addition to the 
enterprise identifier. 

This is thus a different basis for rejecting the claims than that put forth by the Examiner in 
making her rejection of claims 1 -5. Indeed, the Board appears to in effect be holding that claims 
1-5 are anticipated by Hallam under 35 U.S.C. § 102(b) if me imprinting of a Person's name is 
disregarded, in similar to fashion of the rejection of the claim at issue in In re Neai . 

In view of the different basis for the affirmance, Applicant respectfully requests that he be 
allowed to withdraw the grouping of claims 1-5 together as to mat rejection, and that the Board 
specifically consider claims 4 and 5 on their merits. 
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Claims 4 and 5 recite a mdhod rather than a structure, and neither InffiNgai nor fen 

limitation in a product claim. 

InfacUn JnM a corresponding method claim was held by thePTO to be patentable 

evenmoughtheproduct claim was held not to be patentable cau^^^^ 

not given any weight. This was because the Court held that there was no functional relationship 
between the printed matter recited and the other claimed structure. 

Method claims 4 and 5 recite a series of steps for promoting an enterprise to selected 
individuals by imprinting the name of the individual on each page of the calendar and also me 
enterprise name on each page to each day produce a mental association between the two in the 
mind of the individual to whom the calendar is distributed. 

This promotional method is simply not remotely suggested in Haliam, and there is thus no 
basis for rejecting claims 4 and 5 under 35 U.S.C. § 103(a) 

It is also respectfully urged that the Board again review hireNgai. It will be found that that 
case held that there was no functional relationship between new printed instructions and a known 
test kit claimed in combination and thus the limitation should be disregarded in deterrnming 
patentability. The printed instructions taught a new use for the kit but were not otherwise 
functionally related to the kit 

Here, the printed name of the person on each page is functionally related to the calendar 
since it brings the enterprise identifier and the name of the individual into a visual juxtaposition 
each day. Thus, this printed matter is functionally related to the calendar and should be given 
weight in a determination of patentability. As noted above, the Board opinion also states that the 
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asdepictedinHaUam. However, wKle this is true u.icextcot^theybott.individuaByoma.e 
a visual irnpression every day. the ftnction of daily creating an observed physical and visual 
juxtaposition of the person's name with the imprinted enterprise symbol is not " depicted in 
Hallam" since there is no such juxtaposition of these two different categories of printed matter in 
Hallam. 

Accordingly, a functional relationship between the calendar and the imprint of a person's name 
exists and should be given patentable weight, and this functional relationship of creating a daily 
visual juxtaposition between the imprinted enterprise identifier and personal name imprint confers 
patentability on claims 1-5. 

Respectfully submitted, 



Date: November 24, 2005 
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